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SUBJECT: liouse Dill 52 - Government Interests in Intellectual Work
Products Developed at the Expense of the State

The Blue Ribbon Commission is proposing legislation to create
and protect the state"s interest in inventions, discoveries and creations
developed by state employees or contractors during their employment or
developed with the use of state facilities or resources.

The commission became interested in the issue when an employee
of the Department of Fish and Game testified about employment problems
arising from his patenting of a production scale salmon incubator. He
had begun developing the incubator before he accepted employment with
the state. He began working for the department and continued his project
after securing advice from the Department of Law concerning avoiding the
potential conflict of interest. His job for Fish and Game was closely
related to the development of incubators. The employee stated that he
created the incubator on his own time. He then patented it and sold the
patent to a private corporation which marketed it. Thereafter, the
department was required to pay royalties for use of the process.

The employee has filed several grievances over poor performance
evaluations, lost promotional opportunities, and an alleged retaliatory
layoff which he believed resulted from his patenting the invention. The
department testified that there had been considerable morale problems
because other employees believed that they had contributed to the develop—
ment of the process. They thought it unfair that one individual could
secure a patent and potentially profit from an invention in which others
had participated and in which the state should have an interest.

The Blue Ribbon C( ission is concerned that there is no
statute protecting the state . interest in the inventions, discoveries
and creations made by its employees or made through the use of its
facilities. Legislation for the Alaska Energy Center and the Alaska
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Resources Corporation gives each agency the authority to hold patents.
Nothing in either chapter spells out how the state acquires that interest.

While the proposed legislation does not specifically address
the situation which occurred in the Department of Fish and Game, the
commission believes that this system would alleviate similar problems in
the future. Information about the number of conflict of interest hearings
before the Personnel Board indicates that there will probably be no more
than two or three applications of the bill per year.

Bil 1 Analysis

Page 1 The first section of the proposed legislation gives the

Line 10 state all right, title and interest in any intellectual
work product developed during working hours or with the
use of state facilities or by employees whose duties
include responsibility for research.

Page 4 "Intellectual work product™ 1is broadly defined later in
Line 12 the bill to include anything which is subject to patent,
trademark or copyright laws.

Page
Line

A state employee or person under contract with the state

is obliged to disclose the development of an intellectual
work product to the Alaska Council on Science and Technology
and to assign any interest in it to the state. If requested,
the person 1is required to assist the Council in applying

for a trademark, patent or copyright. The comnission
believes that the Council is the most appropriate existing
state agency to administer the program.
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Page 2 The Council 1is given broad discretion to decide whether

Line 21 to pursue patenting, trademarking, or copyrighting the
invention after consultation with affected state agencies.
The Council may waive any state interest in the discovery
or may waive all interest but retain a royalty-free
license in the intellectual work product so that the
state would not have to pay for its use in the future.
IT the state waives its interest, then the invrntor would
be able to pursue protection of his own interest in the
discovery.

Page 3 The proposed legislation gives the Council authority to
Line 3 grant monetary recognition to employees who develop an
intellectual work product. The recognition could be in
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the form of a cash award, a share in any royalties
generated by the invention, or in any other manner the
Council found appropriate. Payment would, nf course, be
subject to legislative appropriation. The commission
believes that the Council should have wide discretion in
implementing the monetary award system in order to best
encourage employees in their work and serve the state’s
interests.

Page 3 Any disagreements between an employee and the state

Line 13 pertaining to ownership of an intellectual work product
would be subject to voluntary arbitration if the parties
agreed to be bound by the result. If not, then the
disagreement could be settled in court. In addition, the
state and the employee or contractor may enter into an
employment contract which requires compulsory arbitra-
tion.

Page 3 Legislators and employees of the University of Alaska are

Line 29 exempted from the chapter. The University has its own
policy on intellectual property developed at its expense
which is codified in section 2 of the proposed legislation.

Page
Line

The Council is granted rule-making authority for the
chapter in accordance with the Administrative Procedure
Act.
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Page 4 Section 2 of the legislation adds language to codify the
Line 24 University of Alaska"s right to intellectual work products
developed by its employees.

Page
Line

Section 3 requires state employees to waive their interest
in intellectual work products developed at the expense of
the state as set out in section 1 of the bill. The

waiver is not subject to negotiation under the Public
Employment Relations Act.
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Page 5 Section 4 amends the Alaska Council on Science and Technology
Line 29 statutes to add the powers and responsibilities granted
by the proposed legislation.

Page 0 Section 5 repeals the patenting powers currently granted

Line 7 to the Alaska Energy Center and the Alaska Resources
Corporation. The commission believes that there should
be a single system which applies to all legislative,
judicial and executive branch employees of the state.
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