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W TNESS REG STER

JI' M POUND, St af f

to Representative Hugh Fate

Al aska State Legislature

Juneau, Al aska

POSI TI ON  STATEMENT: Present ed HB 282 on Dbehalf of
Representati ve Fate.

VEENDY REDVAN, Vice President for University Relations

University of Al aska

Fai r banks, Al aska

POSI TI ON STATEMENT: Testified in support of HB 282 and answered
guestions fromthe nenbers.

ACTI ON NARRATI VE

TAPE 03-04, SIDE A
Number 0001

CHAI R PEGGY WLSON called the House Health, Education and Socia
Services Standing Commttee neeting to order at 3:03 p.m
Present at the call to order was Representatives WIson, Gatto,

Kapsner, and Seaton. Representative Cissna arrived as the
meeting was in progress. Chair WIson announced for the record
that Representatives Wl f and Coghill have been excused fromthe

neeting, since they have been called back to their districts.

HB 282- UNI VERSI TY EMPLOYEE RESEARCH CONTRACTS

Nunmber 0050

CHAI R WLSON announced that the first order of business would be
HOUSE BILL NO 282, "An Act relating to contracts between the
University of Alaska and its enployees involving research or
ot her devel opnent of intellectual property and to the authority
of the president of the University of Al aska regardi ng enpl oyee
contracts for devel opnent of intellectual property.”

Nunber 0101

JIM POUND, Staff to Representative Hugh Fate, Alaska State
Legi slature, presented HB 282 on behalf of Representative Fate,
sponsor . He explained that HB 282 will allow the University of
Al aska to conpete in the research and devel opnent arena. Across
the nation universities have noved towards a research role as a
means of supplenmenting the high cost of education. Thi s
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research has resulted in inventions and innovations that have
noved into the private sector and sonetinmes created a profit, he
sai d.

MR. POUND told the nenbers that the University of Alaska system
has been involved in research, but seldom devel opnent because of
the lack of financial incentives based on the Al aska Executive
Branch Ethics Act. He said AS 39.52.10, which is a declaration
of policy, discourages those officers from acting upon persona

or financi al interests in t he per formance of public
responsibilities. In AS 39.52.170 outside enploynment is
restricted. A public enployee may not render services to

benefit a personal or financial interest, or engage in or accept
enpl oynment outside of the agency the enployee serves, he
expl ai ned.

MR. POUND said this legislation will give the president of the
university a recruitnment tool whereby he/she will be able to
negotiate an intellectual property agreenent with a researcher
who could then develop a product that is comercially viable
Based on that negotiation, the researcher and the wuniversity
could both benefit financially from comercial enterprises
t hrough sales, entrepreneurial activities, or devel opnent of an
industry here in Alaska. This agreenent would allow researchers
to continue advancing their work, which helps to maintain staff
stability at the university. M. Pound summarized his comrents
by saying that this legislation will bring quality staff who
will be wrking on projects that could bring new ideas,
i ndustry, and new non-general fund noney to the University of
Al aska. He asked the nenbers to support HB 282.

Number 0259

CHAIR WLSON stated for the record that Representative G ssna
has j oi ned the neeting.

Nunmber 0269

REPRESENTATI VE GATTO asked what would prevent an enpl oyee from
taki ng his/her product honme or to sone other organization. What
in this agreenent encourages the enployee to remain at the
uni versity and share in the profits?

Number 0306

MR. POUND responded that there would be initial negotiations and
a contract between the wuniversity and the researcher/faculty
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nmenber . He explained that the advantages for researchers are
the wuse of university facilities, equipnment, and graduate
student staff to assist hinmher, which would not be available
outside of the wuniversity system Once the research produces
results there would already be a contract in place for a joint
venture between the university and the researcher, he
reiterated.

Nunmber 0352

REPRESENTATI VE GATTO posed a hypotheti cal exanple  of a
[researcher] who saw the election problens in Florida, and then
went on to develop an optical scanner in his garage. Even
t hough this person works at the university, does the university
have any claim on his/her [invention], he asked. Representative
Gatto pointed out that the university could make the argunent
that during this individual's years of enploynent he/she had
pl enty of ideas on devel oping an optical scanner. He asked what
rights the university would have in a case like this.

Nunmber 0392

MR. POUND responded that in a case such as the one posed by
Representative Gatto, there would be a lawsuit involved. It
woul d be necessary to determne how much of the wuniversity's
resources were involved in the developnent of the optical
scanner and how nuch of the devel opnent was done in his/her
gar age.

REPRESENTATI VE GATTO asked for clarification that the university
would initiate a lawsuit in a case |ike this.

MR. POUND responded that is correct.
Nunmber 0431

VENDY  REDMAN, Vi ce Pr esi dent for Uni versity Rel ati ons,
University of Alaska, testified in support of HB 282 and
answered questions from the nenbers. The issue that
Representative Gatto brought up addresses how the wuniversity
plans to make noney, which is through joint patents and
copyrights, she said. The university does have a right to claim
a portion [of the profits as a result of research devel oped at
the university]. She explained that it varies from canpus to
canpus and project to project as to the portion of patent or
copyright produced by faculty nenbers during a tine he/she is
enpl oyed. This would really have to go to the courts, M.
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Rednman comment ed, because even if a person devel oped a product
in the garage, if he/she were enployed by the university at the
time, it is likely the university would be entitled to a portion
of the patent or copyright.

Nunmber 0501

REPRESENTATI VE GATTO asked if staff nenbers occasionally enter
into an agreenent with the university at the beginning of their
enpl oynent . He asked if staff come to the university with an
idea and ask for the wuse of their facilities to develop
sonet hi ng.

M5. REDMAN responded that it has not been a normal occurrence in
the past, but it is becomng nuch nore common now. This is
particularly true of high-technology fields where students cone
out of college wth good ideas, but not the |aboratory
facilities at their disposal. She noted that it is becomng
nore comon to recruit those kinds of faculty.

Number 0578

CHAIR WLSON asked if the university hires non-teaching faculty
to do research or is it mandatory that researchers al so teach

M5. REDMAN responded that faculty can be hired for research
[ purposes]; however, the research cannot be paid for with state
funds. If a faculty nenber has a research grant which covers
his/her salary 100 percent, plus the overhead to run the
| aboratory, then this faculty nenber would not have to teach.
She added that the University of Al aska has many productive
research faculty.

CHAIR WLSON asked what advantage there is for individuals to
work with the university if it is necessary for them to provide
the grants to pay all the expenses.

M5. REDMAN responded that the advantage is that the researchers
will be working with peers, graduate students, and have access
to | aboratory space that they could not [otherw se provide for]
t hensel ves. The wuniversity also assists in getting inventions
pat ent ed. An added benefit of being associated wth the
uni versity occurs when working with research institutes that are
affiliated with [other] colleges and universities, she said.

Nunmber 0689
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REPRESENTATI VE KAPSNER prefaced her question by saying that she
is uncertain if this relates to [HB 282]. She expl ai ned that
the Native community 1is concerned about [the theft of]
intellectual property in ternms of cultural stories and nyths.
For exanple, if someone docunents [stories and nyths] and then
capitalizes on them there is concern that these stories or
nyths either would not be correct or would be taken and used for

capi tal gain. Representati ve Kapsner asked how that would fit
in [HB 282].
Number 0729
MR. POUND responded that wunless the individual [who took the
stories] was a university enployee, it would have no effect
what soever.

REPRESENTATI VE KAPSNER asked: \What if [the individual who took
the stories or nyths] was a university enpl oyee?

MR. POUND said intellectual property does cover copyrights on

witten material. He pointed out that under this bill a two-
party agreenent exists between the researcher and the
university. In this instance, there are three parties involved.

CHAIR WLSON asked Ms. Rednan what would happen if a Native
professor at the university used [famly stories and nyths].

VB. REDVAN comment ed t hat she under st ands t he di |l enma

Representative Kapsner is addressing. This bill does not deal
with intellectual property and inappropriate use of intellectual
property by soneone at the wuniversity. There are other

mechani snms at the university to deal with that situation, she
added. Ms. Redman offered to talk in detail about what is in
place to address this kind of situation, and enphasized that
this bill would not have any inpact on that dil enmmma.

Number 0804

REPRESENTATI VE ClI SSNA told the nenbers that her office requested
a legal opinion on [the subject of] immunity for the university
[wWwith respect to a] business, since it would be jointly involved
in a business and possible litigation. She asked if the
university has |looked into this issue and what the ramfications
coul d be.

Nunber 0844
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M5. REDVAN told the nenbers that [imunity] is one aspect that
would be covered under this bill; however, it really covers
broader kinds of consultations. The specific issue of owning a
business is sonmething the [university] has been | ooking into for
a great deal of tinme. Dean Case, who is the dean of the College
of Business and Managenent at the University of Al aska

Anchorage, is very interested in this [issue] and has been
researching what other colleges and universities around the
country are doing, she said. There are a great nunber of

coll eges and universities that have gotten into the process of
owni ng their own businesses. This is particularly true with the
school of business, where students take over businesses and then

turn it over once it is up and running. Ms. Rednman expl ai ned
that sone of these [universities] have formed 501(3)(c)
[ nonprofit corporations]. QO her states provide liability
protection, she added. She said that it is a very interesting

issue and offered to provide nore information on the research
the university has done.

Nunmber 0929

CHAIR WLSON asked Ms. Redman for clarification in the case
where an individual who is not an enployee is given a grant by
the university.

MS. REDMAN responded that the university does not nornmally award
grants to individuals outside of the wuniversity [systen];
however, the university's attorney makes it clear that anything
that is produced, thought of, dreanmed up, or devel oped under the
aegis of the university is owned by the university.

Nunmber 0988

REPRESENTATI VE GATTO asked, for exanple, if the university is
working to design a "nano-engine" to operate the "Spirit [Mars]
Rover" and soneone else gets the contract, whether the
uni versity absorbs the loss or the researcher bears sone of the
financial responsibility.

M5. REDVAN responded that the wuniversity is not anticipating
involvenent in that Ievel of high-risk endeavors. Nor mal | y,
those research projects are acconplished through separate
501(c)(3)[nonprofit cor porations]. Theoretical ly, t he
university would absorb the risk; however, she reiterated that
the university is not |ooking at that high-level risk. Ms.
Redman said generally the federal government or the private
sector is involved in this kind of risk.

HOUSE HES COW TTEE -7- January 22, 2004



Number 1102

MR, POUND summarized his coments by saying that this is the
kind of program that is growing in the country. For exanpl e,
Duke University is involved wth huge nunbers of nedical
research and devel opnment [projects] where there are intell ectual
property agreenent s bet ween t hose researchers and t he

uni versity. He told the nenbers when he was researching this
issue he wused [an Internet] search engine that provided
approximately 15,000 hits and alnost all of them were

universities that are using this program as an incentive to keep
hi ghly qualified professors and researchers.

Nunber 1145

REPRESENTATI VE SEATON noved to report HB 282 out of commttee
with individual recomendations and the acconpanying fiscal
not es. There being no objection, HB 282 was reported from the
House Heal th, Education and Soci al Services Standing Conmttee.

The House Health, Education and Social Services Standing
Commttee took an at-ease at 3:20 p.m in order to prepare for
the overview. [ For the overview of the Governor's Council on
Disabilities and Special Education, see the 3:26 p.m mnutes
for this date.]
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